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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 
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4) |EI Claim(s) 1-4 and 8-13 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) S Claim(s) 1 and 8-13 is/are rejected. 
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Pursuant to the directives of the amendment filed 12/24/03, claims 1-4 have been 
amended. Claims 1-4, 8-13 remain now pending. 

Claims 2-4 remain withdrawn from consideration as being drawn to non-elected subject 
matter. The response filed 12/24/03 argues that there is a limitation that "should" be read 
into claims 2-4. This limitation is that when R 71 is hydrogen, R v0 is not hydrogen. The 
response further argues that claims 2-4 fall within the scope of claim 1 . The examiner 
would agree that it is not the case that all embodiments of claims 2-4 fall outside the scope 
of claim 1 . But claims 2-4 are quite ambiguous as to whether all of the embodiments (of 
claims 2-4) must fall within the scope of claim 1 . A skilled organic chemist considering 
the language of claims 2-4 would perceive that R 70 can be hydrogen, and at the same time, 
R 71 can be hydrogen. There is nothing in the language of claim 2, 3 or 4 which would 
suggest that when R 70 is hydrogen, R 71 must be a substituent other than hydrogen, or that 
when R 71 is hydrogen, R 70 must be a substituent other than hydrogen. Thus, claims 2-4 
permit R 70 and R 7I to simultaneously represent hydrogen. A reasonable interpretation of 
claims 2-4 would be that the possibility of R 70 and R 71 simultaneously representing 
hydrogen supercedes any limitation that claim 1 might impose on R 70 or R 71 . 
Accordingly, it is appropriate to regard claims 2-4 as a non-elected invention. However, 
in the event that each of claims 2-4 is amended to make clear that when R 71 is hydrogen, R 70 
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cannot be hydrogen, these non-elected claims will be rejoined for further examination. 
Claims 1 and 8-13 are examined in this Office action. 

Applicants' arguments filed 12/24/03 have been considered and found persuasive in part. 
The rejection of claims 1 and 9 over Morriello ('250) is withdrawn. 

* 

The response filed 12/24/03 argues that the examiner chose not to consider references 
"AI" or "AJ" [IDS (filed 10/30/02)], and that the examiner provided no reason for this 
decision. However, a reason was provided at the end of the previous Office action 
(mailed 8/27/03). To reiterate, the documents in question should be uniquely identified, 
and the year of publication should be included in the citation. 

* 

Claims 1 and 8-13 are rejected under 35 U.S.C. §112 second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

• There is a typographical error in claim 1 within the definition of variable R 75 . 
Claim 1 recites the following: 

"R 75 represents an optionally substituted alkyl group or Q'-COX, wherein Q' is an 
optionally substituted. . . . -CH 2 C/C- or. . . " . 
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Here, the designation -CH 2 C/C- should instead depict an acetylene. 
Each of claims 10-12 is dependent on a non-elected claim 



The following is a quotation of the appropriate paragraphs of 35 U.S.C §102 that form the 
basis for the rejections under this section made in this action. 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

Claim 1 is rejected under 35 U.S.C. § 102(b) as being anticipated by Huang (J Am Chem 
Soc 114,9390, 1992). 

As indicated previously, Huang discloses (page 9400, col 1) the following peptide 
("MeTrp" is beta-methyl tryptophan): 

Phe-Pro-Phe-MeTrp-Lys(Fmoc)-Thr 
The explanation provided in the previous Office action was that claim 1 would be 
anticipated when the substituent variables correspond as follows: 

R l = hydrogen 
R 2 = hydrogen 

R 3 = butyl substituted with fluorenylmethoxycarbonylamino 
R 6 = substituted acyl (i.e., the tripeptide Phe-Pro-Phe) 
R 7 = hydrogen 
R 70 = methyl 
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R 71 = hydrogen 
R 72 = hydrogen 
R 73 = hydrogen 
R 75 = substituted alkyl 
n = zero 

The response filed 12/24/03 has amended claim 1 to eliminate the possibility that R 6 can 
be substituted acyl. However, the claim still permits R 6 to be substituted alkyl. If an 
alkyl group is substituted with an oxo group, the result is again an acyl group. Thus, the 
only difference between a "substituted alkyl", and a "substituted acyl" is that in the case of 
"substituted alkyl", one additional substitution is required (i.e., substitution with oxo). 
And if claim 1 were amended to eliminate the possibility that R 6 can be substituted alkyl (in 
addition to having eliminating the possibility that R 6 can be substituted acyl), the claim 
would still be anticipated, since substituent variable R 2 can be substituted acyl or substituted 
alkyl. 

The rejection is maintained. 

* 

Claims 1 and 8 are rejected under 35 U.S.C. § 102(a) as being anticipated by Talpir 
{Tetrahedron Letters 35, 4453,1994). 

Talpir discloses a compound at the bottom of page 4456. This compound is 
specifically excluded from the scope of claim 1 for the case of "Y" being an unidentified 
substituted, i.e., the exclusion is for the case of integer variable "n" being zero. This 
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ground of rejection is directed at the case of substituent variable "Y" being hydrogen. 
When substituent variable "Y" is hydrogen, integer variable "n" can be 1, 2, 3 or 4. 

Accordingly, for the case of "Y" being hydrogen, and "n" being an integer other than 
zero, the claims are anticipated. 

* 

Claim 1 is rejected under 35 U.S.C. § 102(b) as being anticipated by O'Sullivan (USP 
5,081,225). 

O'Sullivan discloses (col 1, line 21+; col 1, line 33) the compound j an thinocin C. This 
is a cyclic peptide which contains the amino acid dehydrotryptophan. 

Claim 1 encompasses the possibility of R 71 and R 72 being "joined together such that a 
double bond is formed between the carbon atoms to which they are attached". When this 
double bond is formed, and at the same time, R 70 is hydrogen, the result is 
dehydrotryptophan. As such, claim 1 encompasses any peptide that contains 

dehydrotryptophan. In claim 1 , R 6 can be an acyl group that is substituted with a peptide, 
and R 75 can be -CH 2 -CONH-R 10 . Variable R l0 can be substituted with anything, including 
a peptide. Even cyclic peptides would be included, because the terminal substituents 
(i.e., R 6 at the N-terminus, and R I0 at the C-terminus) can be substituted with anything. 
Thus, R 6 can be a group which is "substituted" with R 10 , and R 10 can be a group which is 
"substituted" with R 6 . 
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Accordingly, the claim is anticipated. 

Claim 1 is rejected under 35 U.S.C. § 102(b) as being anticipated by Minaev, V. E. 



("Fluorescence study of A-128-OP antibiotic", 



dehydrotryptophan and methyl tryptophan. 



O'Sullivan (USP ? 225) applies here as well. 
Thus, the claim is anticipated. 



Deposited Doc. (1977), VINITI 2778-77) 
of a cyclic peptide which contains both 



Peptides containing dehydrotryptophan are encompassed by claim 1, as are peptides 
ontaining methyl tryptophan. The explanation given above in the rejection over 



Minaev discloses (page 9) the structure 



The following is a quotation of 35 USC §103 which forms the basis for all obviousness 
rejections set forth in the Office action: 

A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Subject matter developed by another person, which qualifies as prior art only under subsection (f) 
and (g) of section 102 of this title, shall not preclude patentability under this section where the 
subject matter and the claimed invention were, at the time the invention was made, owned by the 
same person or subject to an obligation of assignment to the same person. 

This application currently names joint inventors. In considering patentability of the claims under 
35 U.S.C. 103, the examiner presumes that the subject matter of the various claims was commonly 
owned at the time any inventions covered therein were made, absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 C.F.R. 1.56 to point out the inventor and invention 
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dates of each claim that was not commonly owned at the time a later invention was made in order 
for the examiner to consider the applicability of potential 35 U.S.C. 102(f) or (g) prior art under 35 
U.S.C. 103. 

Claims 1, 8, 10-12 are rejected under 35 U.S.C. §103 as being unpatentable over Talpir 
{Tetrahedron Letters 35, 4453,1994). 

Talpir discloses a compound at the bottom of page 4456. Also disclosed (page 4454) 
is that this compound was treated with diazomethane to afford the corresponding methyl 
ester. The methyl ester was also treated with acetic anhydride to afford N-acetylation 
of the secondary amino group. The reference does not provide explicit structures for the 
methyl ester or the N-acetyl compound. 

In the case of the methyl ester, variable R 75 would be the following (iPr = isopropyl): 

-CH(iPr)CH=CHMeCOOMe 
This compound is not excluded by the proviso at the end of claim 1 . If the claim were 
amended to exclude the methyl ester, the claim would still be rejected because R 2 or R 6 can 
represent an acetyl group. 

Thus, the claim is rendered obvious. 

Claim 1 is rejected under 35 U.S.C. §103 as being unpatentable over Fromageot (U.S.P. 
5,356,794). 

Fromageot discloses a method of preparing peptides and proteins which contain 
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dehydrotryptophan. Specific peptide substrates are provided in table I (col 7, line 50+). 
Fromageot does not provide an explicit structure for any of the peptides containing 
dehydrotryptophan. 

As indicated, Fromageot discloses a method of preparing peptides and proteins which 
contain dehydrotryptophan. Among the peptides in which the tryptophan was converted 
to dehydrotryptophan was the following [table I, col 7, line 50+]: 

KKKHWVYYTCCPDTPYL 
Letting P 1 represent the tetrapeptide KKKH, and letting P Represent the peptide 
YTCCPDTPYL, and letting "ATrp" represent dehydrotryptophan, the peptide resulting 
from the method of Fromageot would be the following: 

P'-ATrp-Val-Tyr-P 2 

Claim 1 encompasses any peptide containing dehydrotryptophan when R 7l and R 72 are 
"joined together such that a double bond is formed between the carbon atoms to which they 
are attached". The peptide P^ATrp-Val-Tyr-P 2 would be encompassed if the 
substituent variables correspond as follows: 

R 2 or R 6 is substituted with P 1 ; 

R 3 is alkyl 

R 75 is -CH 2 -CONH-R 10 in which R 10 is substituted with P 2 ; 
Q' is substituted with the side chain of tyrosine. 
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Thus, the claim is rendered obvious. 

* 

Claim 1 rejected under 35 U.S.C. §103 as being unpatentable over Minaev, V. E. 
("Fluorescence study of A-128-OP antibiotic", Deposited Doc. (1977), VINITI 2778-77) 
in view of Minaev Chem. Abstracts 91:21053,1979). 

The structure disclosed in Minaev is indicated above. Based solely on the structure 
provided, a person unskilled in the Russian language could not determine that a second 
compound was prepared by cleaving the ester bond of the depicted structure. The Chem 
Abstr. citation, however, indicates that the ester bond of the cyclic peptide was cleaved, 
leading to an increase in the distance between the two indole groups (or at least an increase 
in the number of degrees of freedom). The open-chain peptide resulting from cleavage 
of the cyclic peptide of Minaev has been assigned registry number 70569-55-0 by Chem. 
Abstracts. 

This peptide meets the limitations of two different embodiments of claim 1 . First, the 
peptide is encompassed by claim 1 for the case of R 70 representing methyl and R 71 
representing hydrogen. Second, the peptide is encompassed by claim 1 for the case of the 
amino acid containing the indole group representing dehydrotryptophan (as discussed 
above). 
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Thus, the claim is rendered obvious. 



No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to David Lukton whose telephone number is 571-272-0952. The 
examiner can normally be reached Monday-Friday from 9:30 to 6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Christopher Low, can be reached at 571-272-0951. The fax number for the organization 
where this application or proceeding is assigned is 703-872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0196. 
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SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 1C00 



